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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-15 and 26, drawn to a slip collar, classified 
in class 428, subclass 36.91. 

II. Claim 16, drawn to method of joining ducts, classified 
in class 156, subclass 158. 

III. Claims 17-25, drawn to method of making a slip collar, 
classified in class 156, subclass 173. 

The inventions are distinct, each from the other because of the 
following reasons: 

Inventions I and II are related as product and process of 
use. The inventions can be shown to be distinct if either or 
both of the following can be shown: (1) the process for using 
the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a 
materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the product as claimed could 
be used in a materially different process such as storing tabs 
by inserting tabs having a slightly smaller thickness than the 
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slot into the slot region to form interference fit until the tab 
is needed. 

Inventions I and III are related as process of making and 
product made. The inventions are distinct if either or both of 
the following can be shown: (1) that the process as claimed can 
be used to make other and materially different product or (2) 
that the product as claimed can be made by another and 
materially different process (MPEP § 806.05(f)). In the instant 
case the product as claimed can be made by another and 
materially different process such as forming a solid block of 
fiber reinforced plastic material, boring a hole in the middle 
to make a tube, followed by boring a slot into a portion of the 
tubular wall. 

Inventions II and III are unrelated. Inventions are 
unrelated if it can be shown that they are not disclosed as 
capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions. For instance, invention II 
is a method of joining ducts by assembling pre-manuf actured 
articles and invention III is a method of making a slip collar, 
which entails the manufacture of an article. 
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2 . Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification, restriction for examination 
purposes as indicated is proper. 

3 . During a telephone conversation with Patrick Jewik on 
September 30, 2005 a provisional election was made without 
traverse to prosecute the invention of Group I, claims 1-15 and 
26. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 16-25 are withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a request under 37 CFR 1.48(b) and by the fee 
required under 37 CFR 1.17 (i) . 

Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

5. Claims 1-3, 5, 8-15, and 26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Williams et al (USPN 
5,961,154) . 

Regarding claim 1, Williams et al anticipate a slip collar 
(the combination of reference numbers 2 0 and 60, Figure 2) . The 
slip collar comprises a tubular outer wall portion (reference 
number 20, Figure 2) and a tubular inner wall portion (reference 
number 60, Figure 2) . An intermediate portion (reference number 
62, Figure 2) formed of a circumferential rib on the surface, of 
the tubular inner wall portion contacting the outer wall 
portion. Therefore, it is disposed between the tubular outer 
wall portion and the tubular inner wall portion. A slot region 
is defined by the tubular outer wall portion and the tubular 
inner wall portion on either side of the circumferential rib. 
The tubular inner wall portion and the intermediate portion 
comprise a fiber reinforced plastic material (col. 7, 1.55). 
Regarding claim 2, the tubular outer wall portion and the 
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tubular inner wall portion are each generally cylindrically 
shaped (Figure 2) . Regarding claim 3, the tubular inner wall 
portion comprises a chemically resistant material such as fiber 
reinforced plastic material, and the tubular outer wall portion 
comprises a fire-resistant material such as metal and includes 
fire retardant material (col. 4, 1.1-2). Regarding claim 5, the 
tubular inner wall portion is shorter than the tubular outer 
wall portion (Figure 7) . Regarding claims 8 and 9, the slip 
collar further comprises an adhesive composition (reference 
number 94, Figure 7) comprising novalac or epoxy resin in the 
slot region (col. 4, 1.2-4). Claim 10 includes all of the 
limitations of claim 1 and that the tubular outer wall portion 
and inner wall portion form two slot regions that face away from 
each other. Williams et al teaches that a slot is formed on 
either side of the intermediate portion or circumferential rib 
(Figure 2) . The limitations of claims 11, 12, and 14, are 
taught by Williams et al in the same manner as shown above with 
regards to claims 2, 3, and 5 respectively. Regarding claim 13, 
the slip collar is adapted to join two duct sections (reference 
number 68 and 7 0 as shown in Figure 2) . Regarding claim 15, 
Williams et al teach a duct assembly comprising the slip collar 
(represented by the combination of reference numbers 20 and 60, 
Figure 2), a first duct (reference 68, Figure 2) including a 
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first end inserted into the first slot region and a second duct 
(reference number 70, Figure 2) • including a second end inserted 
into the second slot region. Regarding claim 26, the limitation 
that the "slot region is formed using a milling process" is a 
process limitation in an article claim. Process limitations are 
only given patentable weight in an article claim insofar as what 
structure that process produces. In this case, whether a 
milling process or another process is used to form the slot 
region does not change the structure of the article. The 
article of Williams et al is determined to comprise a slot 
region with the same structure as a slot region formed by a 
milling process, absent the showing of evidence that the 
particular process produces an unobvious difference. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being 

unpatentable over Williams et al (USPN 5,961,154) in view of 

Shea et al (USPN 5,505,497). 

Williams et al teach all that is claimed in claim 1 as 

shown above, but fails to teach that the slip collar has only 

one slot region. However, Shea et al teach that it is well 

known in the art to place two U-shaped elements around the ends 

of two ducts to be joined in order to form a leak proof joint 

that is resistant to fire and chemical corrosion from gases 

and/or condensate within the duct sections by bonding the two U- 

shaped elements together (see abstract) . One of ordinary skill 

in the art would have recognized that once the two U-shaped 

elements each -being a slip collar having only one slot region 

are bonded together they form the same structure as the single 

slip collar having two slot regions. Therefore, it would have 



Application/Control Number: 10/765,707 Page 9 

Art Unit: 1772 

been obvious to one having ordinary skill in the art at the time 
Applicant's invention was made to form the slip collar of 
Williams et al as two separate slip collars each having only one 
slot region in order to form a duct joint collar assembly, in 
which the slip collars can be bonded to the ends of the duct 
before bonding the ducts together, which would leave only the 
step of bonding the two slip collars together at the site of 
assembly, as taught by Shea et al. 

< 

Thus, it would have been obvious to one having ordinary 
skill in the art at the time Applicant's invention was made to 
form the slip collar of Williams et al as two separate slip 
collars having one slot region, in order to form a duct joint 
collar assembly that enables more of the steps of joining two 
ducts together to be completed before arriving at the assembly 
sight where the ducts will be joined, as taught by Shea et al . 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams et al (USPN 5,961,154) in view of 
Nishio (USPN 6,045,164). 

Williams et al teach all that is claimed in claim 1 as 
shown above, but fail to teach that the tubular inner wall 
portion comprises a f luoropolymer material. However, Williams 
et al teach that the fume duct joint is used to join fume ducts 
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that are used to carry corrosive chemicals and that the ducts 
and joints must be chemical resistant even at high temperatures 
(col.l, 1.37-44). Nishio teaches that f luoropolymers such as 
polytetraf luoroethylene are superior in resistance to chemicals 
and heat (col. 4, 1.43-53). One of ordinary skill in the art 
would have recognized that f luoropolymers that are superior in 
resistance to chemicals and heat would be beneficial in use in 
forming the chemical resistant portion of a fume duct joint. 
One of ordinary skill in the art would have also recognized that 
Williams et al and Nishio are analogous insofar as both 
references are concerned with joints between tubular articles 
made of resins that require chemical resistance. 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time Applicant's invention was 
made to form the tubular inner wall portion of Williams et al so 
that it includes a f luoropolymer material, since Williams et al 
teaches that the inner wall portion must be chemical resistant 
because corrosive chemicals pass through the inside the duct 
system and since Nishio teaches that f luoropolymers are well 
known in the art of tube joints and connectors to be chemical 
and heat resistant. 
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8. Claim 7 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams et al (USPN 5,961,154) in view of 
Shea (USPN 5,383,994) . 

Williams et al teach all that is claimed in claim 1 as 
shown above, and teach that at least the inner slip collar is 
formed of fiber reinforced material, but fails to teach what 
matrix material is used. However, Shea teaches that fiberglass 
reinforced plastics are substituted for any metals used in the 
formation of exhaust systems because the fiberglass reinforced 
plastic material is lighter (col.l, 1.44-47). Shea also teaches 
that two major problems are faced when using fiberglass 
reinforced plastic materials in fume ducts systems including 
fire resistance and chemical resistance. Shea goes on to teach 
that in order to overcome these issues the ducts are formed 
having an inner wall portion and outer wall portion in the same 
manner as the Williams et al fume duct and fume duct joint 
assembly. Shea teaches that the matrix used to form the outer 
wall portion is a phenol resorcinol type fire retardant resin 
and the inner tubular wall portion is formed of a vinyl ester 
(col. 3, 1.9-15). One of ordinary skill in the art would have 
recognized that fume duct joints and fume ducts themselves are 
made completely form fiberglass reinforced plastics in place of 
metals in order to form lighter ducts, as taught by Shea. One 
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of ordinary skill in the art also would have recognized that the 
fume ducts as well as the joints require a fire resistant outer 
portion and chemical resistant inner portion in order to 
functional adequately as a fume duct assembly, as taught by 
Shea. 

Therefore, it would have been obvious to one having 
ordinary skill in the art at the time Applicant's invention was 
made to substitute a fiberglass reinforced phenol resorcinol 
material for the metal outer tubular portion of Williams et al 
in order to provide a fire resistant outer portion that is 
lighter in weight, as taught by Shea, and to use vinyl ester as 
the resin in the fiberglass reinforced material of Williams et 
al forming the inner portion of the fume duct joint, in order to 
provide chemical resistance, as taught by Shea. 

Conclusion 

9 . The prior art made of record and not relied upon is 
considered pertinent to applicants disclosure. Van Vliet (USPN 
4, 099, 749) . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Christopher P. Bruenjes whose telephone number is 571-272-1489. 
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The examiner can normally be reached on Monday thru Friday from 
8 : 00am- 4 :3 0pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

Christopher P Bruenjes 





